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DETAILED ACTION 

1 . This communication is in response to applicant's amendment filed April 20, 2005. 
Claims 1 and 9 have been amended. Claims 1-14 are pending in this case. 

Information Disclosure Statement 

2. Applicant refers to two (2) information disclosure statements filed on August 30, 
2002 and September 27, 2002. The documents are not in the file, and have not, 
therefore, been considered. Applicant is requested to resubmit said documents, with 
the USPTO's apologies for any inconvenience. 

Response to Arguments 

3. Applicant's arguments filed April 20, 2005 have been fully considered but they 
are not persuasive. 

4. Applicant argues that claims 1 and 9, as amended, are distinguishable from 
Stefik et al (US 5,638,443) in that Stefik does not specifically disclose allocating user 
rights between the first user and the second user such that the first user and the second 
user each have an allocated percentage of the usage rights that is greater than zero (0) 
and less than one hundred (100) percent. In Stefik, at col 6 In 16-48: 

FIG. 1 is a high level flowchart omitting various details but which demonstrates the basic operation of the 
present invention. Referring to FIG. 1, a creator creates a digital work, step 101. The creator will then 
determine appropriate usage rights and fees, attach them to the digital work, and store them in 
Repository 1, step 102. The detemnlnation of appropriate usage rights and fees will depend on various 
economic factors. The digital work remains securely in Repository 1 until a request for access is received. 
The request for access begins with a session initiation by another repository. Here a Repository 2 initiates 
a session with Repository 1, step 103. As will be described in greater detail below, this session initiation 
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includes steps which helps to insure that the respective repositories are trustworthy. Assuming that a 
session can be established, Repository 2 may then request access to the Digital Work for a stated 
purpose, step 104. The purpose may be, for example, to print the digital work or to obtain a copy of the 
digital work. The purpose will correspond to a specific usage right. In any event. Repository 1 checks the 
usage rights associated with the digital work to detemilne if the access to the digital work may be granted, 
step 105. The check of the usage rights essentially involves a detemaination of whether a right associated 
with the access request has been attached to the digital work and if all conditions associated with the 
right are satisfied. If the access is denied, repository 1 terminates the session with an error message, step 
106. If access is granted, repository l transmits the digital work to repository 2, step 107. Once the digital 
work has been transmitted to repository 2, repository 1 and 2 each generate billing infomriation for the 
access which Is transmitted to a credit server, step 108. Such double billing reporting is done to insure 
against attempts to circumvent the billing process. 

Although Stefik does not specifically allocate usage rights in such a manner, it would be 
obvious to one ordinary skill in the art to allocate usage rights in differing announts and 
to different numbers of users. Merely dividing things differently does not constitute 
patentable material. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stefik et al (US 5,638,443). 
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7. Regarding claim 1 - 
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Stefik teaches a method of transferring and managing rights from user to another 
comprising (e.g. column 18 lines 9-22 and Fig. 14): associating usage rights, transfer 
permission information, and a current user identification flag, with digital content (e.g. 
column 6 lines 16-48 and Fig. 1); electronically distributing a digital work including the 
content to a first user in accordance with the usage rights and setting the current user 
identification flag to correspond to the first user (e.g. column 18 lines 9-26 and column 22 
lines 19-28 and Fig. 14); and transferring the digital work to a second user and setting the 
current user identification flag to correspond to the second user, wherein usage rights are 
allocated based on a percentage partially allocated between the first user and the second 
user (e.g. column 18 lines 9-26 and column 22 lines 19-28 and Fig. 14). 

8. Stefik does not specifically disclose allocating user rights between the first user 
and the second user such that the first user and the second user each have an 
allocated percentage of the usage rights that is greater than zero (0) and less than one 
hundred (100) percent. Although Stefik does not specifically allocate usage rights in 
such a manner, it would be obvious to one ordinary skill in the art to allocate usage 
rights in differing amounts and to different numbers of users. Official notice is taken that 
merely adding new repetitive steps or dividing things differently does not constitute 
patentable material. Further, it would be obvious to one of ordinary skill in the art to 
extend Stefik in the manner described in order to obtain greater flexibility in the 
distribution of usage rights, as in paragraph 4, above. 
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10. Regarding claims 2-8 - 

Stefik discloses a method as recited in claim 1 , wherein said transferring step comprises 
changing the usage rights in accordance with the transfer to the second user; wherein 
said changing step comprises changing the usage rights to permit use of the content by 
the second user and to prohibit use of the content by the first user; further comprising 
receiving notification that the user desires to distribute the digital work to a second user; 
wherein said transferring step comprises transferring usage rights without change for 
remaining usage period of time to the second user; wherein said transferring step 
further comprises downloading the content from the first user to the second user; 
wherein said transferring step further comprises downloading the content from a 
distributor to the second user; and further comprising checking for transfer permission 
prior to said transferring step (e.g. col 6 lines 16-48 and column 18 lines 9-22). 

11. Regarding claim 9- 

Stefik discloses a system for transferring digital works from one user to another user 
comprising: digital content; a usage rights module containing usage rights information 
associated with the content for a first user; a transfer permission module containing 
transfer permission information for the content; a current user identification module 
containing identity information indicating the identity of the first user; and means for 
manipulating said current user identification module to change the current user 
identification flag f the identity information from a current user to a second user upon 
transferring the content from the first user to the second user, wherein usage rights are 
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allocated based on a percentage partially allocated between the first user and the 
second user (e.g. col 6 lines 16-48 and column 18 lines 9-22). 

12. Stefik does not specifically disclose allocating user rights between the first user 
and the second user such that the first user and the second user each have an 
allocated percentage of the usage rights that is greater than zero (0) and less than one 
hundred (100) percent. Although Stefik does not specifically allocate usage rights in 
such a manner, it would be obvious to one ordinary skill in the art to allocate usage 
rights in differing amounts and to different numbers of users. Official nofice is taken that 
merely adding new repetitive steps or dividing things differently does not constitute 
patentable material, as in paragraph 4, above. Further, it would be obvious to one of 
ordinary skill in the art to extend Stefik in the manner described in order to obtain 

, greater flexibility in the distribution of usage rights. 

1 3. Regarding claims 10-14- 

Stefik discloses a system as recited in claim 9, further comprising means for changing 
the usage rights in accordance with a change in idenfity information; wherein said usage 
rights module and said digital content are encrypted; wherein said usage rights module 
and said digital content are attached to one another as an encapsulated element; 
wherein said transfer permission module and said current user identification module are 
located remotely from said encapsulated element; wherein said means for manipulating 
said current user identification module is responsive to a notificafion that the first user 
desires to distribute the digital work to the second user (e.g. col 1 1 In 16-27, col 1 1 In 
32-42). 
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14. Examiner's note: Examiner has cited particular columns and line numbers in 
the references as applied to the clainris above for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may be applied as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

16. Ginter et al (US 6, 427,140) discloses systems and methods for secure 
transaction management and electronic rights protection. 

17. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

1 8. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cristina Owen Sherr whose telephone number is 571- 
272-671 1 . The examiner can normally be reached on 8:30-5:00 Monday through 
Friday. 

20. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

21 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). /] 




